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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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1)E3 Responsive to communication(s) filed on 17 November 2006 . 
2a)D This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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6) D Claim(s) 5 is/are rejected. 
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8) D Claim(s) are subject to restriction and/or election requirement. 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after allowance or after an Office 
action under Ex Parte Quayle, 25 USPQ 74, 453 O.G. 213 (Comm'r Pat. 1935). Since 
this application is eligible for continued examination under 37 CFR 1.114, and the fee 
set forth in 37 CFR 1.17(e) has been timely paid, prosecution in this application has 
been reopened pursuant to 37 CFR 1.114. Applicant's submission filed on November 
17, 2006 has been entered. 

Claims 1, and 3-5 are pending. Claim 1 has been amended. Claims 2 and 6 
have been canceled. Claims 1 , and 3-5 are under examination. 

Claim Rejections - 35 USC § 102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

1 . Claim 5 is rejected under 35 U.S.C, 102(b) as being anticipated by Theunis et al 
(Journal of Invertebrate Pathology, 1999; 73: 255-259). 

Claim 5 is drawn to a control agent for Scarabaeidae insects containing as active 
ingredient sporangia of Bacillus popilliae containing spores and parasporal bodies 
obtained by the production process according to claim 1 (producing sporangia of 
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Bacillus popilliae containing spores and parasporal bodies comprising the steps of 
culturing Bacillus popilliae in a medium containing an adsorbent and 0.2-4.0% by weight 
of free glutamic acid so that the ratio of free glutamic acid to total amino acids contained 
in the medium is within the range of 35 to 90% by weight, and recovering the sporangia 
from the medium). 

Theunis et al disclose an application of spores and parasporal bodies from B. 
popilliae (see page 257; B. popilliae isolates). Moreover, the application caused 
concentrated mortality in both second and third instars (see page 257; Food 
Application). Lastly, Theunus et al disclose that Bacillus popilliae plays a major role in 
biological control of scarabaeidae insect (see page 255; 2 nd column; 4 th paragraph). 

It should be remembered that the products of the prior art reference appear to be 
the same as the product claimed by the applicant because they appear to possess the 
same or similar functional characteristics, i.e. insecticidal activity. The purification or 
production of a product by a particular process does not impart novelty or 
unobviousness to a product when the same product is taught by the prior art. This is 
particularly true when the process does not change properties of the product in an 
unexpected manner. See In re Thorpe, 227 USPTO 964 (CAFC 1985): In re Marosi, 
218 USPTO 289, 29222-293 (CAFC 1983): In re Brown, 173 USPTO 685 (CCPA 1972). 
Even if applicant's product can be shown to be of higher purity than the product of the 
prior art reference, applicant needs to show some unexpected and unique utility or 
property, such as unexpected biologically significant increase in specific activity with 
which the increased purity, great stability and/or practicality or freedom from some 
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restrictive element or adverse side effects inherent in the product preparations of the 
prior art or some other secondary consideration which the additional degree of purity 
imparts to applicants product in order to overcome the aspect of the product's purity. 

2. Claim 5 is rejected under 35 U.S.C. 102(e) as being anticipated by Tanaka et al 
(U.S. 2006/0090220 A1). 

The applied reference has a common inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1.131. 
Claim 5 is drawn to a control agent for Scarabaeidae insects containing as active 
ingredient sporangia of Bacillus popilliae containing spores and parasporal bodies 
obtained by the production process according to claim 1 (producing sporangia of 
Bacillus popilliae containing spores and parasporal bodies comprising the steps of 
culturing Bacillus popilliae in a medium containing an adsorbent and 0.2-4.0% by weight 
of free glutamic acid so that the ratio of free glutamic acid to total amino acids contained 
in the medium is within the range of 35 to 90% by weight, and recovering the sporangia 
from the medium). 

Tanaka et al disclose a control agent comprising polypeptides in combination 
with spores or sporangia containing spores and parasporal bodies of bacteria belonging 
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to Bacillus popilliae, which can further increase larvae growth inhibitiion or insecticidal 
activity on Scarabaeidae insects (see paragraph 0050). 

It should be remembered that the products of the prior art reference appear to be 
the same as the product claimed by the applicant because they appear to possess the 
same or similar functional characteristics, i.e. insecticidal activity. The purification or 
production of a product by a particular process does not impart novelty or 
unobviousness to a product when the same product is taught by the prior art. This is 
particularly true when the process does not change properties of the product in an 
unexpected manner. See In re Thorpe, 227 USPTO 964 (CAFC 1985): In re Marosi, 
218 USPTO 289. 29222-293 (CAFC 1983): In re Brown. 173 USPTO 685 (CCPA 1972). 
Even if applicant's product can be shown to be of higher purity than the product of the 
prior art reference, applicant needs to show some unexpected and unique utility or 
property, such as unexpected biologically significant increase in specific activity with 
which the increased purity, great stability and/or practicality or freedom from some 
restrictive element or adverse side effects inherent in the product preparations of the 
prior art or some other secondary consideration which the additional degree of purity 
imparts to applicants product in order to overcome the aspect of the product's purity. 

Since the Office does not have the facilities for examining and comparing 
applicants' composition with the composition of the prior art, the burden is on applicant 
to show a novel or unobvious difference between the claimed product and the prior art. 
See In re Best . 562 F.2d 1252, 195 USPQ 430 (CCPA 1977) and In re Fitzgerald et al. . 
205 USPQ 594. 
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Conclusion 

3. Claim 5 is rejected. Claims 1 , 3, and 4 are allowed. 

4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lakia J. Tongue whose telephone number is 571-272- 
2921 . The examiner can normally be reached on Monday-Friday 8-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffery Siew can be reached on 571-272-0787. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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